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United States Court of Appeals for the 
District of Columbia I 


a District Court of the United States 

for the District of Columbia. 

In Equity No. 62565 j 

Heney H. Crowell and Clarence E. Alderma]^, Plaintiffs, 

I 

I 

V. 

I 

Merle E. Gould, Defendant. | 

i 

United States of Ajmerica, I 

District of Columbia, ss: \ 

BE IT REMEMBEEED, That in the District Court of the 
United States for the District of Colombia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-entitled 
cause, to wit:— 

\ 

I 

1 Bill of Complaint for Specific Performance 

and Injunction. | 

i 

Filed October 2—1936 | 

I 

In the District Court of the United States 
for the District of Columbia. 

I 

I 

' Holding an Equity Court. I 

Equity No. 62565 | 

Henry H. Crowell, Clarence E. Alderman] Plaintiffs 

I 

V. I 

I * 

Merle E. Gould, Defendant | 

I 

( 

The plaintiffs Henry H. Crowell and Clarence E. Aider- 
man respectfully show unto this Honorable Court as fol¬ 
lows : ! 

1. That plaintiffs Henry H. Crowell and Clarence E. Al¬ 
derman are both citizens of the United States and residents 
of the District of Columbia and sue in their own rights. 
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2. That defendant Merle E. Gould is a citizen of the 
United States and a resident of the District of Columbia 
and is sued in his own right. 

3. That by a certain written agreement between plaintiff 
Henry H. Crowell (by the name of ‘‘H. H. Crowell”) and 
defendant, dated March 5, 1936, a true copy of which is 
attached hereto as Exhibit “A” and prayed to be read as 
a part hereof, signed and sealed by said parties on or about 
said date, said defendant expressed an intention ^‘to bar¬ 
gain, sell, transfer, and assign, a certain portion or interest 
in a photo-electric cell project”, the invention of said de¬ 
fendant (otherwise referred to therein as an ‘‘Electric-eye 
project”) and an intention to convey to said plaintiff a 
twenty-five (25) per cent interest in the compensation and 
other avails to be derived from the same and “of the pat¬ 
ents thereunto granted • • • together with any improve¬ 
ments thereunto added or granted”; that in pursuance of 

said intentions said defendant did by said agreement, 

2 for the considerations therein expressed, convey to 

said plaintiff “twenty-five per cent of the rents, is¬ 
sues, and profits, compensation, royalties, and dividends, 
arising or emanating from the use” of said device together 
with said improvements, subject to the conditions in said 
agreement set forth. 

4. That by a certain other written agreement between 
said plaintiff Henry H. Crowell and defendant dated March 
14, 1936, a true copy of which is attached hereto as Exhibit 
“B” and prayed to be read as a part hereof, signed and 
sealed by said parties on or about said date, said defendant 
did in words of similar import as those contained in said 
writing of March 5, 1936, express similar intentions and 
for the consideration therein expressed convey to said 
plaintiff a five (5) per cent interest in the same subject 
matter as that mentioned in the aforesaid agreement sub- -' 
ject to special conditions set forth. 

5. That by a certain other written agreement between 
plaintiff Clarence E. Alderman (by the name of “C. E. 
Alderman”), dated April 20, 1936, a true copy of which is 
attached hereto as Exhibit “ C ” and prayed to be read as a 
part hereof, signed and sealed by said parties on or about 
said date, said defendant did in words of similar import 
as those contained in the written agreements mentioned in 


i 

I . 
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the two preceding paragraphs express similar j intentions, 
and for the considerations in said agreement of April 20, 
1936, contained did convey to said plaintiff Cflarence E. 
Alderman a thirty (30) per cent interest in the| same sub¬ 
ject matter as that described in the aforesaid Agreements 
subject to special conditions set forth. 

6. That the subject-matter of the three said agreements, 
the so-called ‘‘photo-electric cell project” or “Electric-eye 
project”, or other terms by which said subject-matter was 

described in said agreements referred to |the identi- 
3 cal subject-matter described in a certain Application 
for Letters Patent of the United States filed by de¬ 
fendant Merle E. Gould in the United States Patent Office 
June 3, 1936, Serial No. 83407, wherein said defendant de¬ 
scribed said subject-matter as “new and usefuj improve¬ 
ments in Identification Means and Methods ”; i that said 
patent application was so filed pursuant to the | undertak¬ 
ings in said three written agreements contained; that plain¬ 
tiffs are informed and believe that copies of said three 
agreements were tendered with said application] for filing 
in the United States Patent Office but were refused record 
on the ground that they did not conform to Patent Office 
requirements; that said application is now pendjing in the 
United States Patent Office. 

7. That defendant has on a number of occasions indi¬ 

cated by oral statements to plaintiffs his agreement with 
them that the true intent and meaning of said th|ree agree¬ 
ments was that defendant should assign to plaintiffs a title 
in the subject-matter of said patent application, i;he patent 
to be issued thereon, or to any improvements thereon; that 
he likewise so agreed in giving his oral assent to a certain 
written draft of a modified agreement (one of successive 
drafts of contemplated new agreements) in a conference on 
August 6, 1936, between plaintiffs and defendant, and one 
of plaintiffs ’ counsel acting as draftsman for plaintiffs and 
defendant. 1 

8. That plaintiffs have discharged the financial obliga¬ 
tions by them incurred according to the tenor of said three 
written agreements herein contained, and had cooperated 
with defendant in the direction of perfecting thfe subject- 
matter of his patent application and making plans for the 
marketing of his invention, until shortly after August 6, 
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1936, the time of the last draft of said contemplated 

4 new agreements, since which time defendant has 
ceased to deal with plaintiffs and by his inaction has 

rendered it impossible for plaintiffs to cooperate with de¬ 
fendant further, although plaintiffs have made numerous 
efforts without success to get in touch with defendant and 
continue to carry out the terms and conditions of said agree¬ 
ments. 

9. That as a part of defendant’s studied course of evad¬ 
ing plaintiffs and rendering impossible the carrying out of 
the said three agreements herein set forth, defendant has 
absented himself from the office of plaintiff Henry H. Crow¬ 
ell in the Mills Building, Washington, D. C., where he has 
heretofore called for mail and has therefore not received 
two of the last three checks for $40.00 each mailed to de¬ 
fendant to that address by plaintiff Clarence E. Alderman 
as part of the payment of $1000.00 named in the aforesaid 
contract of April 14, 1936, set forth in Exhibit ‘‘C”; that 
defendant has failed to cash the last check making up said 
sum handed to defendant by said plaintiff Clarence E. Al¬ 
derman personally shortly after September 20, 1936, which 
was indorsed by defendant in the presence of said plaintiff 
under a form written on the back of said check stating that 
it was on said account and was part of the consideration 
for said 30% interest in said patent application. 

10. That plaintiffs are informed and believe and so aver 
that defendant has an engagement to make a demonstration 
of said device in model form or otherwise before the Life 
Underwriters Association at Wardman Park Hotel, Wash¬ 
ington, D. C., on Friday, October 2, 1936; that said demon¬ 
stration was to have been so made by defendant in coopera¬ 
tion with plaintiffs and with facilities to be furnished by 
said plaintiffs to defendant; that defendant, however, has 
not consulted plaintiffs with reference thereto but plaintiffs 

are informed and believe and so aver that he has 

5 consulted with others and is treating with others for 
a transfer for a consideration to others who have 

no knowledge of plaintiffs ’ rights of an interest in said de¬ 
vice to the exclusion of plaintiffs and in breach of defen¬ 
dant’s obligations to plaintiffs under said agreements. 

11. That plaintiffs through their agent have made in¬ 
quiries at the United States Patent Office as to the possi- 
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United States Court of Appeal;^ for the 
District of Columbia i 

I 

i 

a District Court of the United Stated 

for the District of Columbia. : 

i 

In Equity No. 62565 

Henry H. Crowell and Clarence E. Aldermani, Plaintiffs, 

V 

i 

Merle E. Gould, Defendant. \ 

I 

United States of America, | 

District of Columbia, ss: \ 

BE IT REMEMBERED, That in the District Court of the 
United States for the District of Colurubia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-entitled 
cause, to wit:— | 

1 Bill of Complaint for Specific Performance 

and Injunction. \ 

Piled October 2—1936 I 

I 

In the District Court of the United States 
for the District of Columbia. 

' Holding an Equity Court. 

Equity No. 62565 i 

Henry H. Crowell, Clarence E. Alderman, plaintiffs 

i 

V. 

i 

Merle E. Gould, Defendant \ 

The plaintiffs Henry H. Crowell and Clarencd E. Aider- 
man respectfully show unto this Honorable Cobrt as fol¬ 
lows : I 

1. That plaintiffs Henry H. Crowell and Clarence E. Al¬ 
derman are both citizens of the United States an^ residents 
of the District of Columbia and sue in their owh rights. 
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2. That defendant Merle E. Gould is a citizen of the 
IJnited States and a resident of the District of Columbia 
and is sued in his own right. 

3. That by a certain written agreement between plaintiff 
Henry H. Crowell (by the name of ‘‘H. H. CrowelP’) and 
defendant, dated March 5, 1936, a true copy of which is 
attached hereto as Exhibit ‘‘A’’ and prayed to be read as 
a part hereof, signed and sealed by said parties on or about 
said date, said defendant expressed an intention ^‘to bar¬ 
gain, sell, transfer, and assign, a certain portion or interest 
in a photo-electric cell projectthe invention of said de¬ 
fendant (otherwise referred to therein as an ^‘Electric-eye 
project”) and an intention to convey to said plaintiff a 
twenty-five (25) per cent interest in the compensation and 
other avails to be derived from the same and “of the pat¬ 
ents thereunto granted • • ♦ together with any improve¬ 
ments thereunto added or granted”; that in pursuance of 

said intentions said defendant did by said agreement, 
2 for the considerations therein expressed, convey to 

said plaintiff “twenty-five per cent of the rents, is¬ 
sues, and profits, compensation, royalties, and dividends, 
arising or emanating from the use ’ ’ of said device together 
with said improvements, subject to the conditions in said 
agreement set forth. 

4. That by a certain other written agreement between 
said plaintiff Henry H. Crowell and defendant dated March 
14, 1936, a true copy of which is attached hereto as Exhibit 
“B” and prayed to be read as a part hereof, signed and 
sealed by said parties on or about said date, said defendant 
did in words of similar import as those contained in said 
writing of March 5, 1936, express similar intentions and 
for the consideration therein expressed convey to said 
plaintiff a five (5) per cent interest in the same subject 
matter as that mentioned in the aforesaid agreement sub-- 
ject to special conditions set forth. 

5. That by a certain other written agreement between 
plaintiff Clarence E. Alderman (by the name of “C. E. 
Alderman”), dated April 20, 1936, a true copy of which is 
attached hereto as Exhibit “C” and prayed to be read as a 
part hereof, signed and sealed by said parties on or about 
said date, said defendant did in words of similar import 
as those contained in the written agreements mentioned in 




H. H. CEOWELIi AND C. B. ALDEEMAN VS. E. GPULD. 


the two preceding paragraphs express similar intentions, 
and for the considerations in said agreement of April 20, 
1936, contained did convey to said plaintiff Clarence E. 
Alderman a thirty (30) per cent interest in the! same sub¬ 
ject matter as that described in the aforesaid Agreements 
subject to special conditions set forth. 

6. That the subject-matter of the three said agreements, 
the so-called ‘‘photo-electric cell project’’ or “Electric-eye 
project”, or other terms by which said subject-inatter was 

described in said agreements referred to jthe identi- 
3 cal subject-matter described in a certain application 

for Letters Patent of the United States ^ed by de¬ 
fendant Merle E. Gould in the United States Patent Office 
June 3, 1936, Serial No. 83407, wherein said defendant de¬ 
scribed said subject-matter as “new and useful improve¬ 
ments in Identification Means and Methods”;! that said 
patent application was so filed pursuant to thej undertak¬ 
ings in said three written agreements contained ;|that plain¬ 
tiffs are informed and believe that copies of jsaid three 
agreements were tendered with said applicatioi^ for filing 
in the United States Patent Office but were refused record 
on the ground that they did not conform to Patent Office 
requirements; that said application is now penffing in the 
United States Patent Office. I 

7. That defendant has on a number of occaisions indi¬ 
cated by oral statements to plaintiffs his agreement with 
them that the true intent and meaning of said three agree¬ 
ments was that defendant should assign to plaihtiffs a title 
in the subject-matter of said patent application,! the patent 
to be issued thereon, or to any improvements thereon; that 
he likewise so agreed in giving his oral assent ijo a certain 
written draft of a modified agreement (one ofj successive 
drafts of contemplated new agreements) in a cofiference on 
August 6, 1936, between plaintiffs and defendant, and one 
of plaintiffs’ counsel acting as draftsman for plaintiffs and 
defendant. 

8. That plaintiffs have discharged the financial obliga¬ 
tions by them incurred according to the tenor of said three 
written agreements herein contained, and had cooperated 
with defendant in the direction of perfecting the subject- 
matter of his patent application and making plhns for the 
marketing of his invention, until shortly aftei^ August 6, 





'Hi¬ 

'S^ 
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1936, the time of the last draft of said contemplated 

4 new agreements, since which time defendant has 
ceased to deal with plaintiffs and by his inaction has 

rendered it impossible for plaintiffs to cooperate with de¬ 
fendant further, although plaintiffs have made numerous 
efforts without success to get in touch with defendant and 
continue to carry out the terms and conditions of said agree¬ 
ments. 

9. That as a part of defendant’s studied course of evad¬ 
ing plaintiffs and rendering impossible the carrying out of 
the said three agreements herein set forth, defendant has 
absented himself from the office of plaintiff Henry H. Crow¬ 
ell in the Mills Building, Washington, D. C., where he has 
heretofore called for mail and has therefore not received 
two of the last three checks for $40.00 each mailed to de¬ 
fendant to that address by plaintiff Clarence E. Alderman 
as part of the payment of $1000.00 named in the aforesaid 
contract of April 14, 1936, set forth in Exhibit “C”; that 
defendant has failed to cash the last check making up said 
sum handed to defendant by said plaintiff Clarence E. Al¬ 
derman personally shortly after September 20, 1936, which 
was indorsed by defendant in the presence of said plaintiff 
under a form written on the back of said check stating that 
it was on' said account and was part of the consideration 
for said 30% interest in:said patent application. 

10. That plaintiffs are informed and believe and so aver 
that defendant has an engagement to make a demonstration 
of said device in model form or otherwise before the Life 
Underwriters Association at Wardman Park Hotel, Wash- 

I ^ 

ington, D. C., on Friday, October 2, 1936; that said demon¬ 
stration was to have been so made by defendant in coopera¬ 
tion with plaintiffs and with facilities to be furnished by 
said plaintiffs to defendant; that defendant, however, has- 
not consulted plaintiffs with reference thereto but plaintiffs 
are informed and believe and so aver that he has 

5 consulted with others and is treating with others for 
a transfer for a consideration to others who have 

no knowledge of plaintiffs ’ rights of an interest in said de¬ 
vice to the exclusion of plaintiffs and in breach of defen¬ 
dant’s obligations to plaintiffs under said agreements. 

11. Tliat plaintiffs through their agent have made in¬ 
quiries at the United States Patent Office as to the possi- 
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bility of recording said agreements and have been informed 
that they cannot be recorded by reason of the failure to 
designate the patent application sufficiently and for other 
reasons; that they are advised that a transfer of ^aid patent 
application or an interest therein to a bona fide | purchaser 
for value will either destroy or greatly impair | plaintiffs ’ 
rights under said agreements for w’’hich there wbuld be no 
adequate remedy at law; that they are further ac^vised that 
the subject matter of said agreements is of a pecu^ar nature 
and that the rights of plaintiffs under said agreements are 
rights for which the only adequate remedy is in ebuity. 
WHEEEFORE THE PREMISES CONSIDERED 


plaintiffs pray: 

1. That process of this Court issue unto said defendant, 
requiring him to answer the exigency of this bjU of com¬ 
plaint. 

2. That pending the hearing of this cause an injunction 
pendente life issue restraining defendant from transferring 
or encumbering the device or invention which is the sub¬ 
ject-matter of the three agreements and the patent applica¬ 
tion hereinbefore described, and that on final hearing said 
injunction be made permanent. 

3. That a decree issue out of this Court requiring de¬ 
fendant specifically to perform the three several Agreements 

hereinbefore set forth by 

6 (a) Making valid assignments conformably to law 


and the rules of the United States Patent Office of 
the several percentages of the right, title, and interest in 
said device and invention to the end that the same may be 


recorded in said Office. 

(b) By giving and granting to plaintiffs the percentages 
from the proceeds of earnings of said device and invention 
as in said several agreements set forth. 

4. That plaintiffs have such other and further relief 
as to the Court may seem meet and proper. ! 

HENRY H. CROWELL^ 
CLARENCE E ALDERMAN 

Plaintiffs 


CHARLES V. IMLAY 
JOHN R. REED 
Attorneys for Plaintiffs. 
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District of Columbia, ss : 

Henry H. Crowell and Clarence E. Alderman, being first 
duly sworn, on oath depose and say that they have read the 
foregoing Bill of Complaint by them subscribed and know 
the contents thereof; that the matters and things therein 
set forth as of personal knowledge are true, and those set 
forth as upon information and belief, they believe to be 
true. 

' HENKY H. CEOWELL— 

CLARENCE E ALDERMAN 

Subscribed and sworn to before me this 30th day of 
September, 1936. 

GRACE E. M. GANSE— 

(Seal) Notary Public^ D. C. 

7 EXHIBIT ^‘A’^ 

Agreement 

Made in triplicate form this 5th day of March, 1936, by and 
between Merle E. Gould, and H. H. Crowell, 218 Mills Bldg., 
Washington, D. C. 

WHEREAS it is the intent and meaning of the parties 
whose si^atures are hereto affixed, to bargain, sell, trans¬ 
fer, and assign, a certain portion or interest in a Photo¬ 
electric cell project, the device, or invention of the afore¬ 
said Merle E. Gould, and 

WHEREAS it is the intent and purpose of the subscriber 
Merle E. Gould, to convey to H. H. Crowell, Esq., 218 Mills 
Bldg., Washington, D. C., a twenty-five per cent interest 
in and to all forms of compensation, remuneration, royal¬ 
ties, profits, or dividends, emanating from the aforemen¬ 
tioned ^^Electric-eye’’ project, of the patents thereunto 
granted,' when, as, and if, issued, together with any im¬ 
provements thereunto added or granted, so that in the 
ultimate, H. H. Crowell, his heirs, executors, and assigns, 
by this conveyance, will have been transferred a twenty- 
five per cent interest in the project hereinbefore mentioned, 
as it exists at the present, together with any and all im¬ 
provements that may be thereunto added in the future, and 

WHEREAS it is the intent and purpose of the said Merle 
E. Gould, to consolidate into one conveyance the three com- 
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I 

munications addressed to H. H. Crowell and dated Febru¬ 
ary 12, 19, and 27,1936, which purport to convey a twenty- 
five per cent interest in and to the right, title, and interest, 
of all compensation, remuneration, royalties,! dividends, 
profits, and issues, now and in the future emanating from 
the aforementioned ‘‘Electric-eye’^ process, an<i 

WHEREAS the said Merle E. Gould| recognizes 

8 and acknowledges receipt of money by Way of ad¬ 
vancement, as well as professional services and ad¬ 
vice, in promoting and assisting to promote andi exploit the 
aforesaid device or invention, as well as othej: good and 
legal consideration:— NOW WITNESSETH that I, Merle 
E. Gould, in consideration of monies advanced^ and to be 
advanced, as well as professional assistance, advice, and 
help, received, and to be received, as well as oth^r good and 
legal consideration, receipt whereof is hereby ajcknowl- 
edged, do hereby bargain, sell, transfer, assigh, and con¬ 
vey to H. H. Crowell, 218 Mills Bldg., Washin^on, D. C., 
his heirs, executors, and assigns, one fourth, or twenty-five 
per cent of the rents, issues, and profits, compensation, 
royalties, and dividends, arising or emanating fjrom the use 
in any manner whatsoever, of my Photo-electnc cell pro¬ 
ject, or “Electric-eye” process for classification and selec¬ 
tion of various records, together with any in^provements 
thereon, now, or in the future to be added thereto, subject 
to the conditions hereinafter set forth:— 

1. That this instrument is to be construed in the light 
of the three communications addressed by thei said Merle 
B. Gould to H. H. Crowell, 218 Mills Bldg., 'Washington, 
D. C., and dated February 12th, l9th, and 27th, |l936, copies 
of which are hereto attached, and hereby requested to be 
incorporated into this instrument, and read as a part here¬ 
of. 

2. That the said H. H. Crowell, advance to the said 
Merle E. Gould, the sum of Thirty Dollars per week for a 
period not to exceed four weeks, the first installment to be 
received during the week including the 19th dhy of Febru- 
•ary, 1936. 

3. That the first installation of the herin described proj¬ 
ect, whether of a trial or temporary basis, or pf a perma¬ 
nent nature shall require the return of all pecuniary 

9 advances made to the said Merle E. Gou^d, by H. H. 
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Crowell, within forty-eight hours of receipt thereof by said 
Merle E. Gould. 

4. Upon the acceptance by any person, corporation, or 
governmental department, of the herein described project, 
for a complete installation, upon any basis of remunera¬ 
tion satisfactory to the subscribing parties, such as sale, 
rental, or supplies and service, and when a permanent form 
of conducting this business is determined, the said twenty- 
five per cent interest of H. H. Crow^ell, shall commence to 
accrue, and shall be paid over to him, his heirs, executors, 
and assigns, each month, said monthly payments to be paid 
within forty-eight hours of receipt. 


Witness our hands and seals this 5th day of March, 1936. 

MEELE E. GOULD (Seal) 

H. H. CROWELL (Seal) 


Subscribed and sworn to before me this 5th day of March, 
1936. 


SARAH W. LEE (Seal) 
Notary Public 


“Washington, D. C., 

February 12, 1936. 

Mr. H. H. Crowell 
218 Mills Bldg., 

Washington, D. C. 

My dear Mr. Crowell: 

Confirming verbal understanding of even date, I agree to 
pay you a commission of 10% upon aU revenues received 
in or for your assistance in helping me obtain introduction, 
^contact, etc., in any or all governmental departments ulti¬ 
mately resulting in the sale of my photoelectric equipment 
for fingerprint searching including all rentals for said 
equipment, royalty income, or any basis of remuneration 
which I may receive now or in the future during the life of 
any and/or all contracts pertaining thereto. 

It is understood and agreed that all said commissions or 
monies equalling the above 10% shall be paid to you in 
cash, banli draft, within 24 hrs after receipt of same by me 
each and every week or month as the case may be. 
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The above arrangement holds for any and/or all 

10 governmental applications of the above equipment 

and methods. , 

Yours very truly, I 

(Sgd.) MEELE E. G(i)ULD 

Witness this day, Feb. 12th, 1936. | 

(Sgd.) S. F. MAYNAED.’’ 

“519 Mills Building | 
Washington, D. C. 

February 19, 1936. 

Mr. H. H. CROWELL 
218 Mills Building 
Washington, D. C. 

My dear Mr. Crowell: | 

Confirming our conversation of today relative to the 
financing of the Photoelectric cell project we are working 
on in conjunction with several Governmental Departments, 
it is my understanding that you will 

Advance $30.00 per week, for a period not to pxceed four 
weeks, for the purpose of enabling me to devote my entire 
time to the endeavor to secure a Governmental i installation 
contract. 

In return for this preliminary financing I hbreby agree 
to convey to you and for your associates, assies, or heirs 
a permanent 10% interest in any and/or all fojrms of com¬ 
pensation, remuneration, royalties, profits, op dividends 
which I may secure as the result of completing the forma¬ 
tion of an organization for the conducting of any business 
developed, or from the sale, transfer, or assignment of my 
patents and contracts to any organization or corporation 
now in business. ; 

It is further understood that the first installation which 
we contemplate, shall, if only in the nature of & partial or 
test installation, require the return of any and all advances 
you have made. Upon acceptance by any Governmental 
Department of our project for a complete installation, upon 
any basis which we may decide, such as rental, and supplies 


and service, and the permanent form of conducting this 
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business is determined, the aforementioned 10% propor¬ 
tionate interest begins to accrue, and will be paid over to 
you in cash each month, said monthly payments to be paid 
to you within 48 hours after said income is received by me, 
my heirs or assigns for and during the life of my patents, 
now applied for and any improvements thereon and/or on 
any new patents that may be issued. 

I therefore hereby agree to formally assign any and all 
rights, in my aforesaid patent to you for the period of this 
agreement, which is until all advances made by you have 
been repaid and a permanent form of conducting this busi¬ 
ness has been established in which the re-assignment of the 
aforesaid patents shall become one of the asset items of 
transfer. 

Sincerely yours, 

Sgd. MERLE E. GOULD. 

Accepted February 19, 1936. 

H. H. CroweU’^ 

11 “Washington, D. C. 

Feb. 27. 1936 

Mr. H. H. Crowell. 

This second letter of agreement to be attached to and 
made a part of my letter to you of February 19, 1936. 

To wit— 

Whereas it has been found necessary for certain parties 
to be placed under certain financial committments in the 
introduction and development of my “Electric-eye’^ proc¬ 
ess for classification and selection of various records, and 
I hereby agree to reimburse you for an extra Five (5) per 
cent commission to cover above expense. This is a total 
of 15% total under my agreement with and to you of Feb. 
19, 1936. ' This does not in any way cancel, alter or affect 
my former letter to you of Feb. 12, 1936, which is separate 
and in addition to above outlined commission. 

Yours very truly, 

Sgd. MERLE E. GOULD.” 
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EXHIBIT ‘‘B’’ 

(Attached to SUPPLEMENT TO BILL OF COMPLAINT 


Filed October 22 1936 ! 

I 

‘‘Agreement | 

Entered into this 14th day of March, 1936, by and between 
Merle E. Gonld, and H. H. Crowell, 218 Mills Bldg., Wash¬ 
ington, D. C. 

WHEBEAS it is the intent and meaning of the parties 
whose signatures are hereto subscribed to convey an addi¬ 
tional Five per cent of the interest and rights to a certain 
‘‘Electric eye” process, the device or invention of the said 
Merle E. Gould, to H. H. Crowell, 218 Mills Bldg., Washing¬ 
ton, D. C., and | 

WHEREAS by a certain agreement made in triplicate 
form on the fifth day of March, 1936, the said Merle E. 
Gould has conveyed a twenty-five per cent interest to said 
H. H. Crowell, | 

WITNESSETH THAT in consideration oi One Dollar 

I 

and other good and valuable consideration to [me this day 
paid in hand, as well as other good and valuable considera¬ 
tion, receipt whereof is hereby acknowledged, I, Merle E. 

Gould, do hereby bargain, sell, transfer] assign, and 
12 convey, to H. H. Crowell, five per cent of my device 
or invention known as an “Electric-eye” process 
for identification of records, etc., subject to the same terms 
as set forth in our agreement of the fifth day of Maneh^ 
1936, it being the sole intent and purpose of this agreement 
to enlarge the interest of H. H. Crowell, by fivb per cent, so 
that in the aggregate, he shall enjoy a thirty per cent inter¬ 
est in said device. 

Witness our hands and seals this 14th day of March, 1936. 


MERLE E. GOULD, L. S. (Seal) 
H. H. CROWELL, L. S. (Seal) 

I 

Subscribed and sworn to before me this !).4th day of 
March, 1936. j 

HERBERT W. WAL^R 
Notary Public Dis^. Col. 

My Commission, expires Jcmuary 
14th, 1941. 
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EXHIBIT ‘‘C’’ 

(Attached to BILL OF COMPLAINT) 

Agreement 

Made in triplicate form this 20th day of April, 1936, by 
and between Merle E. Gonld, of 220 Mills Building, and C. 
E. Alderman of 1629 Irving Street, N. W., Washington, 

D. C. 

WHEREAS it is the intent and purpose of the sub¬ 
scriber, Merle E. Gould, to convey to C. E. Alderman, Esq., 
1629 Irving St., Washington, D. C., a thirty per cent inter¬ 
est in and to all forms of compensation, remuneration, roy¬ 
alties, profits or dividends, emanating from a Photo-electric 
cell process for classification and rapid search or selection 
in and to all forms of finger-printing, recording, catalogue- 
ing records of any and all descriptions and/or an improved 
system of classification as applied to any of the above 
usages already or to be determined or discovered now or in 
the future, of the patents or copyrights thereto when, 
13 as and if issued or granted, to-gether with any im¬ 
provements thereunto added or granted, so that in 
the ultimate, C. E. Alderman, his heirs, executors and as¬ 
signs, by this conveyance, will have been transferred a 
thirty per cent interest in the process, systems, etc., here¬ 
inbefore mentioned, as it or they exist at present, together 
with any and all improvements that may be thereunto 
added in the future, and 

WHEREAS the said Merle E. Gould recognizes and 
acknowledges receipt of $40.00 (Forty Dollars) by way of 
advancement, and 

NOW WITNESSETH that I, Merle E. Gould, in consid¬ 
eration of monies advanced, and to be advanced, and other 
good and legal consideration, receipt of which is hereby 
acknowledged, do hereby bargain, sell, transfer, assign and 
convey to C. E. Alderman, 1629 Irving Street, Washington, 
D. C., his heirs, executors, and assigns. Thirty per cent of 
the rents, issues, profits, compensation, royalties and divi¬ 
dends, arising or emanating from the use in any manner 
whatsoever, of my above described inventions, applications 
or processes and any improvements that may be added 
thereto in the future, subject to the conditions hereinafter 
set forth:— 
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' ' ! 

i 

1. That the said C. E. Alderman, advance jto the said 

Merle E. Gould, the sum of Forty ($40.00) Dollar's per week, 
each and every week hereafter, for a period npt to exceed 
six Months from this date, receipt of the first! installment 
having been acknowledged herein, and a total sum not to 
exceed $1,000.00 (One Thousand Dollars) all together; said 
total sum of $1,000 being made up of the aboye described 
weekly payments or advances and a sum ofi $50.00 for 
Patent Attorneys Fees, payable when due for patent appli¬ 
cation filing fees. | 

2. That the above mentioned weekly payments or ad¬ 

vances shall be discontinued at such tim^ within the 
14 above mentioned six Months period as I it is found 
that they are no longer needed or required by the 
said Merle E. Gould for any reason and especially if sales 
or installations made anywhere are such that ^he revenue 
therefrom results in his being self sustaining apd therefore 
no longer requiring above financial assistancej but, if the 
above advances or weekly payments should be fpund unnec¬ 
essary and, therefore, should be stopped, sa^ stoppage 
shall in no way alter or change the percentage of interest 
described herein. | 

3. When a permanent form of conducting this business is 
determined by the several parties interested, the said 
Thirty per cent interest of C. E. Alderman, shall commence 
to accrue, and shall be paid over to him, his heirs, executors 
and assigns, in regular installments or dividends when and 
as determined upon. 

Witness our hands and seals this 20th day of April, 1936. 

MERLE E. GOULD (^gd.) (Seal) 

C. E. ALDERMAN (^gd.) (Seal) 

Subscribed and sworn to before me this 20th day of April, 
1936. 

WM. T. HARTLESS. |(Sgd.) 
(Seal) Notary Public 

My Commission Expires December 12,1938. 
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Motion to Dismiss Bill of Complaint 
Filed October 27 1936 

Comes now the defendant Merle E. Gonld and moves to 
dismiss the bill of complaint filed herein for and because of 
the following reasons: 

(1) The contracts forming the basis of the suit are plain 
and unambiguous and may not be modified, varied or 
15 changed because of the parol evidence rule. 

(2) If the contracts are ambiguous on their face 
they will not be modified or changed by the Court. 

(3) The contracts provide for an undivided interest in 
profits from a project which is different in law and in fact 
from a contract for an assignment of interest in the title to 
an application for letters patent or the letters patent itself. 

(4) If the contracts forming the basis of the suit are 
vague or ambiguous on their face equity will not decree the 
specific performance thereof because of such vagueness and 
ambiguity; before a Court of Equity will decree specific 
performance the contract or contracts which have been re¬ 
duced to writing must contain with definiteness, clarity and 
unambiguity all of the details of the agreements of the 
parties. 

(5) For such other and further reasons as appear upon 
the face of the record. 

GEORGE E. EDELIN 
THEODORE D. PEYSER 
Attorneys for Defendant 


Decree Dismissing Bill 
Filed December 22 1936 

• ***«••*• 

Upon consideration of the motion of the defendant to dis¬ 
miss the Bill of Complaint filed herein, it is by the Court 
this 22nd day of December, 1936, 

ADJUDGED, ORDERED and DECREED that the said 
motion be, and the same is hereby granted and the Bill of 
Complaint be, and the same is hereby dismissed with costs 
against plaintiffs. 

DANIEL W. O’DONOGHUE 
Justice 
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From the above decree the plaintiffs iHenry H. 
Crowell and Clarence E. Alderman note ad appeal to 
the United States Court of Appeals for the Bistrict of 
Columbia, which appeal is hereby allowed, and the under¬ 
taking for costs upon said appeal is hereby fixed |at $100.00 
or in lieu thereof, a cash deposit of $50.00. 

DANIEL W. O’DONOGSUE 
Justice I 


Memorcmdum 

January 6-1937. I 

$50 deposit in lieu of bond on appeal. ! 

I 

_ I 

i 

I 

Assignment of Errors ; 

Filed January 16 1937 

« # * * « • • *!* 

The Court erred: j 

1. In granting the motion of defendant to dismiss the 
bill of complaint. 

2. In dismissing the bill of complaint by its decree entered 

December 22,1936. i 

3. In holding inferentially that the contracts and assign¬ 
ments upon which the suit was based transferred no title 
to plaintiffs, gave plaintiffs no right to specific performance 
and no right to injunctive relief. 

CHAELES V. IMLAY : 

JOHN R. REED 
Attorneys for Appellayis 
{Plaintiffs). \ 

Service of a copy of the foregoing Assi^ment of 
17 Errors is hereby acknowledged this 15 day of Janu¬ 
ary, 1937. i 

GEORGE E. EDELIN I 

THEODORE D. PEYSEjR 
Attorneys for Defendant 
Merle E. Gould. 


I 
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Designation of Record 
Filed January 16 1937 

Now come Henry H. Crowell and Clarence E. Alderman, 
the appellants in the above entitled cause, and designate 
the parts of the record which they desire to have included in 
the transcript, said parts being considered sufficient for the 
determination of the questions raised on appeal, namely: 

1. Bill of complaint. 

2. Exhibit “A’’ to the bill of complaint, (including copies 
of three letters attached thereto and constituting part 
thereof). 

3. E:^bit “B”, filed with the Supplement to the bill of 
complaint, referred to by the same letter in the original bill 
of complaint. 

4. Exhitit “ C ” to the bill of complaint. 

5. Defendant’s motion to dismiss the bill of complaint. 

6. Decree dismissing the bill of complaint, with notation 
of appeal and order fixing undertaking or deposit in lieu 
thereof. 

7. Memorandum of deposit of $50.00 cash in lieu of un¬ 
dertaking on appeal. 

8. Assignment of errors. 

18 9. This designation. 

Date Jamuary 15,1937. 

CHAELES V. IMLAY 
JOHN E. EEED 
Attorneys for Appellants 
{Plaintiffs) 

Service of a copy of the foregoing designation of record 
is hereby acknowledged this 15” day of January, 1937. 

, GEOEGE E. EDELIN 

THEODOEE D. PEYSEE 

, Attorneys for Defendant 

Merle E. Gould 
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19 District Court of the United States ' 

For The District of Coliunbia j 

I 

United States of Amebic a, | 

District of Colzcmbia, ss: j 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 18, both inclusive, 
to be a true and correct transcript of the recordi according 
to directions of counsel herein filed, copy of whiph is made 
part of this transcript, in cause No. 62565 in Equity, wherein 
Henry H. Crowell and Clarence E. Alderman are Plaintiffs 
and Merle E. Gould is Defendant, as the same reihains upon 
the files and of record in said Court. I 

IN TESTIMONY WHEREOF, I hereunto subscribe my 
name and affix the seal of said Court, at the City of Wash¬ 
ington, in said District, this 29th day of January^ 1937. 

C. E. STEWART, | 

(Seal) Cleric. | 

i 

Endorsed on cover: Henry H. Crowell and Clarence E. 
Alderman, Appellants, v. Merle E. Gould No. 6913 United 
States Court of Appeals for the District of Coluiibia Filed 
Feb 16 1937 Moncure Burke, Clerk 
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Merle E. Gould, Appellee, | 

I 

I 

I 

I 

t 

I 

] 

BRIEF FOR APPELLANTS. 

1 

! 

I 

. — I 

i 

I 

STATEMENT OF THE CASE. 

This case is before the Court upon an appeal by the 
appellants (plaintiffs below') from a final decree of the 
District Court of the United States for the District of 
Columbia, dismissing the bill of complaint upop motion 
of appellee. (R. p. 14.) 

The bill of complaint refers to and incorporates three 
exhibits, ‘‘A’‘‘C”, respectively, designated 
a part of the record herein. (R. p. 16.) Exhibits ‘‘A’’ 
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and ^‘C ’’ were attached to the original bill of complaint, 
and Exhibit ‘ ‘ B ’ ’ was attached to a supplement to the 
bill of complaint filed for the sole purpose of introduc¬ 
ing the latter exhibit, but is referred to as Exhibit ‘‘B’’ 
in the original bill, was considered as part of it, and 
was so treated in the lower court. Exhibit ‘‘B’’ will, 
therefore, be treated as if filed with the original bill of 
complaint. 

The bill of complaint states in substance: 

Appellee Merle E. Gould was the inventor of im¬ 
provements in identification means and methods in¬ 
volving use of photo-electric cells, which were the sub¬ 
ject of a patent application by him. (Bill Par. 6, R. p. 
3.) By three written agreements under seal he trans¬ 
ferred to appellants Henry H. Crowell and Clarence 
E. Alderman certain interests in his invention, and the 
letters patent to be issued thereon, the nature of these 
interests being one of the main questions on appeal. 

By the first agreement between appellee Gould and 
appellant Crowell, dated March 5, 1936 (Exhibit ‘‘A”, 
R. pp. 6-8), Gould expressed an intention to bargain, 
sell, transfer and assign to Crowell a 25 per cent inter¬ 
est in the invention and any improvements thereon and 
a similar interest in the compensation and other avails 
derived therefrom, and in pursuance of this expressed 
intention, for a consideration conveyed to Crowell by 
apt words 25 per cent of the rents, issues, profits, etc., 
arising from use of the invention or improvements 
thereon. This instrument was by its terms to be con¬ 
strued in the light of three previous communications 
(R. pp. 8-10) from Gould to Crowell, attached to the 
instrument. (Bill Par. 3, R. p. 2.) 

By the second agreement between the same parties, 
dated March 14, 1936, (Ex. ‘‘B’’, R. p. 11) Gould ex- 
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pressed an intent to convey to Crowell an adcjitional 
5 per cent of the interest and rights in his invention, in 
addition to the previous 25 per cent, and in pursuance 
of that intent for an expressed consideration cohveyed 
by apt words 5 per cent of the invention, subject to the 
same terms as contained in the agreement of March 5, 
1936, so that in the aggregate Crowell should have a 
30 per cent interest. (Bill Par. 4, R. p. 2.) 

By the third agreement between Gould and tha other 
appellant, Clarence E. Alderman, dated April 2p, 1936 
(Ex. ‘‘C’^ R. pp. 12,13) Gould expressed an intention 
to convey to Alderman a 30 per cent interest in his 
invention and in any compensation, royalties, divi¬ 
dends, etc., derived from it, so that in the ultimate 
Alderman should have a 30 per cent interest in the 
invention and any improvements, and in pursuant of 
that intent, in consideration of certain advance^ made 
and to be made, by apt words conveyed to Alderman 
30 per cent of the rents, issues, profits, compeisation 
royalties and dividends arising from the use of the 
invention, subject to the requirement that Alderman 
should pay to Gould not over $1000. at the rate of $40. 
per week and to other terms not pertinent here. (Bill 
Par. 5, R. pp. 2-3.) 

The three foregoing agreements were tendered for 
record in the United States Patent Office with ihe ap¬ 
plication for patent on June 3, 1936, but were ijefused 
record as not in proper form, lacking sufficient designa¬ 
tion of the application. (Bill Par. 6, R. p. 3; Par. 11, 
R. p. 5.) 

Appellee Gould on a number of occasions stated to 
appellants that the agreements meant he should jassign 
to them a title interest in the invention (not, as te con¬ 
tended below, merely a share in the income) and he 


I 


I 
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agreed to a written draft of a modified agreement. 
(Bill Par. 7, R. p. 3.) Appellants performed on their 
part, and cooperated with appellee until about August 
6, 1936, since when appellee has ceased to deal with 
them (Bill Par. 8, R. p. 4), has failed to call for his mail 
or checks for monthly installments from Alderman, 
and has failed to cash the last check received by him 
and endorsed by him under a statement that it was part 
of the consideration for a 30 per cent interest in the 
patent application (Bill Par. 9, R. p. 4). Appellee was 
about to make a demonstration without appellants ’ co¬ 
operation as agreed, and, appellants were informed, 
was negotiating a transfer of title to innocent purchas¬ 
ers in breach of his agreements. (Bill Par. 10, R. p. 
4.) Investigation made for appellants showed them 
their contracts or conveyances were not recordable and 
their only protection from transfer to a bona fide pur¬ 
chaser was in the equity court. (BiU Par. 11, R. p. 5.) 

The relief prayed was for an injunction restraining 
appellee from transferring or encumbering the inven¬ 
tion, and for specific performance by appellee of his 
three agreements by his giving assignments of interest 
in the device recordable in the United States Patent 
Office and by giving appellants their share of the earn¬ 
ings. 

Appellee by motion to dismiss (R. p. 14) set up in 
substance the following objections to the bill: 

The contracts forming the basis of the bill (Exhibits 
<<A’’, ‘‘B’’ and ‘‘C’’) are plain and unambiguous and 
may not be varied by parole because of the parole evi¬ 
dence rule; that even if they are ambiguous on their 
face they will not be modified by the Court; that they 
provide for an interest in profits which differs in law 
and fact from an interest in the title to an application 



or to letters patent; that if they are vague and ambigu¬ 
ous on their face equity will not decree speci^c per¬ 
formance, which requires definiteness, clarity a^d un¬ 
ambiguity. 

Appellants contended that what was required was 
interpretation of the contracts in the light of tbe sur¬ 
rounding circumstances, and not modification; t^at af¬ 
ter interpretation all the elements for specific perform¬ 
ance were present; and that an injunction ^gainst 
transfer to third parties should be granted to preserve 
appellants^ contractual rights. | 

The trial court sustained the motion and dismissed 
the bill of complaint, from which action the present 
appeal was taken. (R. p. 14.) 

I 

ERRORS RELIED UPON. ! 

! 

The errors assigned by Appellant (R. p. 15) I are as 
follows: 

j 

The Court erred: 

1. In granting the motion of defendant to dismiss 
the bill of complaint. 

i 

2. In dismissing the bill of complaint by its decree 

entered December 22, 1936. | 

3. In holding inferentially that the contracts gjnd as¬ 

signments upon which the suit was based trans¬ 
ferred no title to plaintiffs, gave plaintiffs no right 
to specific performance and no right to injunctive 
relief. | 

The matters raised in the above assignment of [errors 

cover the same questions as were raised by moiion to 
dismiss in the court below. They resolve themselves 
into the following propositions which wiU be discussed 
in order: I 
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l. The contracts constituting the basis of suit pro¬ 
vide for assignment to appellants of shares in appel¬ 
lee’s invention. 

II. The assignment agreements can be specifically 
enforced. 

m. Appellants are entitled to injunctive relief re¬ 
gardless of granting of specific performance. 

ARGUMENT. 

I. The Contracts Constituting the Basis of Suit Provide 
For Assignment to Appellants of Shares in Appel¬ 
lee’s Invention. 

A. Appellants are entitled to their respective shares 
on the face of the contracts. 

The bases of appellants ’ cause of action are the three 
contracts set forth as Exhibits ‘‘A”, ‘‘B” and ‘‘C” 
(R. pp. 6, 11, 12). These contracts clearly and admit¬ 
tedly go as far as conveying to appellants their respec¬ 
tive shares in the income and profits from use or sale 
of the project or invention of appellee Gould, whether 
patented or not. Appellants contend they go further, 
and provide for a share in the title or ownership in the 
invention also, but appellee will contend they are lim¬ 
ited to income and profits. As will later appear, each 
contract specifically states the intent of the parties to 
convey an interest in the invention itself, but Exhibits 
‘‘A” and ‘‘C” are so inartificially drawn that the con¬ 
veying part fails in terms clearly to transfer more than 
an interest in income and profits. 

It is elemental that ‘‘the intention of the parties, 
which courts seek to discover in giving construction to 
a contract, is to be gathered, not from particular words 
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and phrases, but from the whole context of the agree¬ 
ment. ’ ’ 6 R. C, L. 837 I 

Courts go far in giving effect to the substantial in¬ 
tent of the parties gathered from the whole instrument, 
which will control the more formal part of the instru¬ 
ment merely intended to attain the substance i of the 
agreement. | 

In C, S 0. Canal Co, v. Hilly 15 Wallace 94; 82 XT. S. 

! 

94; 21 L. ed. 64, a lease by the Canal Co. of tlje right 
to take water from the canal for operation of plaintiff’s 
mill at a stated price per square inch of opening, to be 
taken two feet from bottom was construed to contem¬ 
plate a sale of water by quantity. The Canal Co. was 
enjoined from collecting rent based on a large actual 
area of opening extending toward the top of the canal 
where the pressure was low, and confined to the price 
of the same amount of water at the two foot levpl. 

Where, as in the present case involving the t^o con- j 
tracts between appellee and appellant CroweU (Ex. j 
‘‘A”, E. p. 6 and Ex. ‘‘B” E. p. 11) a supplemental j 
agreement purports to change the original in bne re- j 
spect only, contraction of one involves interpretation | 
of the other also, that is they are construed tc^gether. | 
Littlepage v. Neale Publishing Co,, 34 App. D. C. 257; ] 
Fisk Rubber Co. v. Muller j 42 App. D. C. 49. \ 

The contract of March 5, 1936 between appellee and 
appellant Crowell (E. p. 6) expresses the intent of the 
parties ‘Ho bargain, sell, transfer and assign a certain 
portion or interest in a Photo-electric cell projecty the 
devicey or invention^* of appellee. Then it recites an 
intent to convey a 25 per cent interest in any cbmpen- 
sation or profits emanating from the project, patents 
or improvements ‘Ho t hat in the ultima te^’ appellant 
Crowell “by this conveyance will have^been transfer- 
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red a twenty-five per cent interest in the project Here¬ 
inbefore mentioned/^ with future improvements. It 
recites an intent to consolidate into one conveyance the 
substance of three letters from appellee to Crowell, 
attached to and incorporated in the contract. 

The formal conveying part of the document, in con¬ 
sideration of money advances and professional assis¬ 
tance, bargains, sells, assigns and conveys to appellant 
Crowell 25 per cent of the profits from the use of the 
project or invention, subject to certain conditions, 
among which is the provision that both parties shall 
approve the basis of remuneration such as rental, 
etc. The portions of the contract quoted in italics are 
inconsistent with anything less than a share in the title. 

This view makes the contract consistent with the let¬ 
ters attached, which show the negotiations leading up 
to the contracts, and concern title as well as income. 
The letter of February 12 (R. p. 8) clearly promises 
10 per cent of income or proceeds of sale of the inven¬ 
tion. That of February 19 (R. p. 9) shows Crowell 
will advance cash; and Gould promises to convey a 
permanent 10 per cent interest in income, or proceeds 
from a; sale and transfer, and speaks of ‘‘our’’ project. 
The last paragraph is an agreement formally to assign 
the entire invention to Crowell till his advances have 
been repaid. The letter of February 27 (R. p. 10) 
merely enlarges Crowell’s interest by 5 per cent. Fol¬ 
lowing such agreements it is natural enough that the 
formal contracts with Crowell should intend to convey 
a proportion of the title and not merely income. 

The language of the contract of March 14, 1936 (Ex. 
“B”, R. p. 11), taken in conjunction with that of the 
previous contract, is enlightening. In the second para¬ 
graph it expresses an intent to convey an additional 5 
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per cent of the invention and in the third paragraph 
recognizes that a 25 per cent interest has alrea^dy been 
conveyed by the agreement of March 5. Neither para¬ 
graph mentions income. The conveying part is consis¬ 
tent and unambignous, stating: 

. . .do hereby bargain, sell, transfer, as¬ 
sign and convey to H. H. Crowell, five yev cent of 
my device or invention known as an ‘ Elecliric eye ’ 
process for identification of records, etc.,! subject 
to the same terms as set fourth in our agreement of 
the fifth day of March, 1936, it being the sole intent 
and purpose of this agreement to enlarge the inter¬ 
est of H. H. Crowell, by five per cent, so that in the 
aggregate, he shall enjoy a thirty per cent interest 

in said device (Italics supplied). I 

i 

Appellee Gould’s agreement of April 20, 1936 with 
appellant Alderman (Ex. ‘‘C”, R. p. 12) is siijnilar in 
general respects to those with Crowell, thus | making 
Gould, Crowell and Alderman all part owners of the 
invention. It recites an intent to convey to Alderman 
a 30 per cent interest in the income from Gouldinven¬ 
tion and such interest in the patents and improvements 
so that in the ultimate Alderman ‘‘will have beep trans¬ 
ferred a thirty per cent interest in the process, s^ystems, 
etc. hereinbefore mentioned, as it or they exist at pres¬ 
ent, together with any and all improvements | 

(Italics supplied). In the conveying portion, however, 
it is defective in specifically conveying only th4 profits 
or income from use of the invention. 

I 

From the portions of the three contracts italicized 
above, the intent to convey title is clear, and fjransfer 
of title carrying with it income, conveyance of title ap¬ 
pears the main purpose of the instruments, which pur¬ 
pose should be given effect. 
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To disregard the italicized portions would be to 
strike out half of the wording of the agreements. In 
seeking the intent of the parties, the court should note 
that the agreements are not in the form of deeds poll, 
but of mutual agreements under seal, and that it is in 
attempting on his part to carry out by assignment in 
the same instruments the clear contract of the parties 
that Gould fails to make effectual assignments. 

‘‘It is an elementary rule of construction that 
all language used shoiild be recognized and given 
a meaning where possible. ’ ^ 

Calledonia Coal Co. v. Consolidated Coal Co., 
181 Mich. 431, 438; 148 N. W. 187, 189 

See also Fleischman v. Furgueson, Executor, 
223 N. Y. 235; 119 N. E. 400. 

This .proposition has been further amplified as fol¬ 
lows: 


“The court will if possible give effect to all 
parts of the instrument and a construction which 
gives a reasonable meaning to all its provisions 
will be preferred- to one which leaves a portion of 
the writing useless or inexplicable; and if this is 
impossible a construction which gives effect to the 
main apparent purpose of the contract will be 
favored. ’ ’ 

Williston on Contracts, Sec. 619. 

In Exhibit (R. p. 11) appellee specifically con¬ 
veys an interest in his invention. In the other two con¬ 
tracts, Exs. “A” and “C” (R. pp. 6, 12) he transfers 
a proportion of income, but he assigns and conveys the 
income for an unlimited period. He does not assign 
to a trustee to pay appellants or promise to pay them 
himself. Such assignment of income is the equivalent 
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of an assignment of the same proportion of principal. 
This is true by analogy with a similar bequest of in¬ 
come from real estate where it has long been Held title 
is transferred. i 

Eeed v. Reed, 9 Mass. 372, 374 (1812) | 

Earl V. Rowe, 35 Me. 414. j 

i 

B. Proper evidence outside of the contracts shpws Ap¬ 
pellants^ interpretation is correct, i 

To aid the court in determining the intend of the 
parties and the meaning of the contracts th^ bill of 
complaint shows the surrounding circumstanpes and 
the interpretation by the parties. 

“Contracts, where their meaning is nOt clear, 
are to be construed in the light of the circum¬ 
stances surrounding the parties when th^y were 
made, and the practical interpretation whi^ch they, 
by their conduct, have given to the provi^sions in 
controversy. ’ ’ i 

Lowher v. Bangs, 2 Wall. 728, 737; 69 TJi. S. 728, 
737; 17 L. ed. 768, 769. • | 

I 

i 

In cases of indefiniteness or ambiguity, the practical 
interpretation of the parties is of great if not Controll¬ 
ing influence. Conscml v, jOummings, 24 App. p. C. 36. 

This interpretation of the parties includes tHeir oral 
statements regarding their understanding. Laclede 
Construction Co, v. Moss Tie Co., 185 Mo. 25; ^ S. W. 
76; WUliston on Contracts, Sec. 623. 

The bill of complaint (Par. 6, R. p. 3) sh^ws that 
Gould or his agent attempted to record the ttree as¬ 
signments or contracts with his patent application, the 
only reasonable basis for such action being hi$ under¬ 
standing that they were conveyances of title therein. 


I 

i 
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Paragraph 7( R. p. 3) shows Gould agreed with appel¬ 
lants that he had assigned a portion of his title, and 
orally consented to a written redraft on that basis. 

A latent ambiguity regarding the application of the 
agreements to the patent application or patent having 
arisen, 'making the assignments unrecordable, 
shown by Paragraph 11 of the bill (R. p. 5), parole^vi- 
dence as offered in Paragraph 6 (R. p. 3) is admissible 
to show the subject matter intended. In all cases of 
latent ambiguity parole evidence raises the ambiguity 
and thus can remove it. 

Jones on Evidence, 3rd ed.. Sec. 472. 

Harten v. Loffler, 29 App. D. C. 490, 503. 


. / 


It is obvious that appellants do not seek a modifica¬ 
tion or contradiction of clear and specific contracts by 
parole, but offer parol^ only to assist and clarify. Thus 
the parole evidenc^rule is not violated. There should 
be no question of^dismissal upon motion, as occurred in 
the lower CQxtrt 

^^^ere are comparatively few cases in which 
a/bare inspection of the instrument will show that 
/ho proper extrinsic evidence will afford any light 
on the construction of the writing. Hence the 
court cannot generally determine whether there 
is a patent ambiguity until extrinsic evidence of 
the surrounding circumstances has been received. ’ ’ 

Jones on Evidence, 3rd ed.. Sec. 474. 


n. The Assignment Agreements Can be Specifically 

Enforced. 

The contracts between the parties, as they stand, 
identify the invention, show the proportion to be con¬ 
veyed, and the parties to take. The time of perform¬ 
ance is fixed, for the parties contracted for an imme- 




diate share in the invention, which contract ^ppellee 
Gould imperfectly performed. The court need only 
find the agreements contemplate an assignment of the 
project or invention as well as the income fron^ it, as is 
clearly shown by the intent expressed in th^ agree¬ 
ments, interpretation by the parties, surrounding cir¬ 
cumstances and amount of consideration involved. 
This being done, all terms needed for specific perform¬ 
ance will be present. The latent ambiguity r^arding 
the identification of the patent application: in the 
United States Patent Of&ce can be removed by parole 
if identity is not admitted by answer, and does |not con¬ 
stitute lack of a term of the agreement. I 

Courts will admit evidence outside of a contract to 
assign patents, to show whether the patent in question 
comes within the intent of the contract. In Wege v. 
Safe-Cabinet Co., 249 Fed. 696, defendant '^as em¬ 
ployed by plaintiff as engineer, the contract providing 
that all inventions by defendant embodying safe-cab¬ 
inet construction should become property of the plain¬ 
tiff company. Some years later, after leaving plain¬ 
tiff’s employ, defendant had issued to him h patent 
which he refused to assign, on the ground it wias not a 
safe. Proof was allowed to show its nature |and the 
application of the contract to it and specific perform¬ 
ance decreed. 

Courts also specifically enforce contracts foy assign¬ 
ment of an interest in a patent, which is a unique chat¬ 
tel interest. | 

Blackmer v. Stone, 51 Ark. 489; 11 S. W. 693. 

Satterthwait v. Marshall, 4 Del. Ch. 337. 

I 

The Supreme Court has recognized the propriety of 
compelling specific performance of a contract tq assign. 
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patent is property and title to it can pass 
only by assignment. If not yet issued, an agree¬ 
ment to assign when issued, if valid as a contract, 
will be specifically enforced.” 

JJ. S, V. DubUier Condenser Corp,, 289 TJ. S. 178, 
at 187. 

In addition to being under seal, the contracts show 
a valuable consideration given by appellants. In that 
of March 5, consideration is professional services ren¬ 
dered and money advanced and to be advanced (R. p. 
7); in that of March 14, it is $1.00 and other considera¬ 
tion (E. p. 11); and in that of April 20 it is a $40.00 
advancement and a promise to pay up to $1000.00 more. 
(R. pp. 12,13.) Appellants are not asking the court to 
compel appellee to invent or to render personal serv¬ 
ices, but to execute valid, unambiguous assignments of 
agreed proportions of his invention, and the patent 
application already filed, with any improvements which 
may be made, in proper form for recordation in the 
United States Patent Office, and to share the profits 
from the invention in accordance with his agreement. 

Even on the interpretation by appellee that the con¬ 
tracts conveyed an interest in income only, yet appel¬ 
lee should have been ordered to execute recordable as¬ 
signments in order to fortify the rights of the appel¬ 
lants to the income. 

in. Appellants Are Entitled to Injunctive Relief Re¬ 
gardless of Granting of Specific Performance. 

Appellants charged in the bill of complaint that they 
had performed their part of the several agreements 
until appellee Gould made it impossible to perform 
further (Par. 8, R. p. 3, 4), that Gould had adopted a 
studied course of preventing further performance by 
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them (Pars. 9, 10, R. p. 4), that he was treating with 
others for a transfer to innocent purchasers without 
notice of appellants’ interests, (Par. 10, B. p.!4) and 
that the assignments to appellants are unrecdrdable. 
(Par. 11, R. p. 5.) Appellants were together tiie own¬ 
ers of 60 per cent of appellee’s invention, beiijig legal 
owners if the contracts made effectual assignments and 
equitable owners if they did not, but they were not 
owners of record in the patent office. I 

A plaintiff with rights under an executory (bntract 
for conveyance to him of realty by the owner! thereof 
may enjoin the transfer by the owner of said r^balty to 
a third party, notwithstanding the fact that plaintiff 
has been prevented by the owner from completely per¬ 
forming and notwithstanding the fact that the | circum¬ 
stances do not entitle plaintiff to specific performance. 

I 

Newman v. French et al,, 138 Iowa 482: 116 N. 

W. 218; 18 L. R. A. (N. S.) 218. | 

I 

I 

The same principle should be applicable h^re to a 
species of personal property of peculiar value! 

Courts will grant an injunction even where the con- / J 
tract involved requires interpretation based oh paro|^ 
evidence. 

C. d 0. Canal Co. v. Hill, 15 Wall. 94; 82 TJ. S. 

94; 21 L. ed. 64. 

' j 

i 

I 

rv. Conclusion. i 

The bill of complaint shows a very real need for re¬ 
lief obtainable only in equity. Appellee has changed 
his view of the contracts made by him after receiving 
many of the benefits under them, and has taken refuge 
in the strict requirements for the type of relief prayed. 
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As shown, however, in the appellants’ brief, their 
right to relief is clear, and the court below should have 
recognized it, and in particular should not have dis¬ 
missed the bill without a hearing upon the merits. The 
court below could on hearing have granted the prayers 
for specific performance and an injunction, for both 
are proper remedies. 

For the above reasons it is believed that the order 
dismissing the bill of complaint should be reversed. 

Eespectfully submitted 

Chaeles V. Imlay, 

John E. Eeed, 

Attoneys for Appellants. 
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Statement of the Case. I 

Appellants (plaintiffs below) prosecute this appeal from 
a final decree of the District Court of the United States 
for the District of Columbia dismissing their Bill of Com- 
plaint on motion of the appellee (defendant below). 

We shall, herein, refer to the appellants as plaintiffs and 
the appellee as defendant. | . 

Statement of Facts. I 

i 

Defendant conceived a certain invention which i has been, 
and w’hich we shall call, ‘‘electric eye” (R. p. ^). It re¬ 
lates to office efficiency machines. 


W 
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On February 12, 1936, the defendant wrote a letter to 
the plaintiff Crowell in which he said in part: 

‘‘Confirming verbal understanding of even date, I 
agree to pay you a commission of 10% upon all reve¬ 
nues received in or for your assistance in helping me 
obtain introduction, contact, etc., in any or all gov¬ 
ernmental departments ultimately resulting in the sale 
of my photo-electric equipment for finger print search¬ 
ing including all rentals for said equipment, royalty, 
income, or any basis of remuneration which I may re¬ 
ceive now or in the future during the life of any and/or 
all contracts pertaining thereto. * * (R. p. 8). 

What the defendant, in effect, said in the above letter, 
was: 

In consideration of your assistance in helping me obtain 
introduction, contact, etc., I agree to pay to you a commis¬ 
sion of 10% on all revenues, rentals, royalties, income and 
remuneration which I may receive from my photo-electric 
equipment. 

On February 19, 1936, defendant wrote plaintiff Crowell 
a second letter, which, in part, stated: 

“ * * * It is my understanding that you will ad¬ 
vance $30.00 per week, for a period not to exceed 4 
weeks, for the purpose of enabling me to devote my 
entire time to the endeavor to secure a governmental 
installation contract.” 

“In return for this preliminary advancing I hereby 
agree to convey to you and for your associates, as- 
signs, or heirs a permanent 10% interest in any and/or 
all forms of compensation, remuneration, royalties, 
profits, or dividends which I may secure as the result 
of completing the formation of an organization for the 
conducting of any business developed, or from the sale, 
transfer, or assignment of my patents and contracts 
to any organization or corporation now in business” 
(R. p. 9). 
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The relevant essence of this letter is: 

In consideration of your paying me $30.00 a week for 
four weeks, I agree to convey to you a 10% interest in 
all form^ of compensation, remuneration, royalties, profits, 
dividends, from the sale, transfer, or assignment of my 
patents. , | 

In the last paragraph of the last mentioned letter de¬ 
fendant says: | 

i 

“I therefore hereby agree to formally assign any and 
all rights, in my aforesaid patent to you for | the period 
of this agreement, which is until all advances made by 
you have been repaid and a permanent form of con¬ 
ducting this business has been established in which the 
re-assignment of the aforesaid patents shall become 
one of the asset items of transfer” (R. p. lO). 

In another and third letter dated February 27,| 1936 from 
the defendant to the plaintiff Crowell which asks that it be 
attached to and be made a part of the letter dated February 
19, 1936, the defendant transferred “an extra 5^ commis¬ 
sion to cover above expenses” (R. p. 10); that is to say,— 
an additional 5% interest in his (the defendant’s) commis¬ 
sion from the exploitation of his invention, making a total 
of 15% of profits transferred in these three letters, in con¬ 
sideration of the money advanced by the plainti^ referred 
to in the last paragraph of the second letter. This addi¬ 
tional 5% was to cover said advances in lieu of their actual 
repayment, thus eliminating any supposed requirement to 
assign, and was accepted by the plaintiff as evi|deneed by 
the contract marked Exhibit “A” (R. p. 6) which sealed 
contract, being of higher import, merged this letter and 
the two antecedent letters. Exhibit “A” will be referred 
to next. I 

Up to this time, it is plain to see the intention of the 
parties,—namely the right of participating in defendant’s 
profits derived from the invention. It is sufficient to say that 

2h ' 
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in these three letters the defendant consistently refers to 
‘‘your commissions,” “our project,” and “my patents.” 

Subsequent to these informal negotiations, on March 5, 
1936, plaintiff Crowell and defendant entered into a sealed 
contract (marked Exhibit “A”) in which they agree: 

“Whereas it is the intent and purpose of the said 
Merle E. Gould to consolidate into one conveyance the 
three communications addressed to H. H. Crowell, and 
dated February 12, 19, and 27, 1936, which purport to 
convey a 25% interest in and to the right, title, and 
interest, of all compensation, remuneration, royalties, 
dividends, profits, and issues, now and in the future 
emanating from the aforementioned ‘Electric-eye’ proc¬ 
ess * * •”(E. p. 6). 

It may be mentioned here that the plaintiffs are not at¬ 
tempting to enforce the informal agreements incorporated 
in the three letters hereinbefore mentioned, but they do, 
taken in conjunction with this agreement (Exhibit “A”), 
clearly and unambiguously show the true meaning and in¬ 
tent of the parties—^namely to convey solely an interest in 
the profits of the invention. In the formal conveying part 
(which part is always controlling) of this agreement, ap¬ 
pear the words, “I, Merle E. Gould * * *, do hereby 

bargain, sell, transfer, assign, and convey to H. H. Crowell 
* • *, one-fourth or twenty-five per cent of the rents, 

issues, and profits, compensation, royalties, and dividends, 
arising or emanating from the use in any manner whatso¬ 
ever of my • * • ‘Electric-eye’ ” (E. p. 7). 

In the agreement entered into on March 14,1936 (marked 
Exhibit “B”—^E. p. 11), defendant conveys an additional 
5% (total 30%) in the following language: 

“I, Merle E. Gould, do hereby bargain, sell, transfer, 
assign and convey to H. H. Crowell 5% of my device 
or invention ♦ • • subject to the same terms as 

set forth in our agreement of the 5th day of March, 
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i 

1936, it being the sole intent cmd purpose df this agree¬ 
ment to enlarge the interest of H, H. Crowell, by 

5% • * 

! 

This agreement gives plaintiff Crowell an additional 5% 
interest in defendant’s profits from the invention as evi¬ 
denced by his words, we repeat, ‘ ‘ subject to the, same terms 
as set forth in our agreement of the 5th day of ]\i&rch, 1936,” 
and “the sole intent and purpose of this agreement to en¬ 
large the interest of H. H. Crowell by 5%.” 

On April 20, 1936, a third and last sealed agreement was 
entered into by the defendant and plaintiff Aldbrman (Ex¬ 
hibit “C”). It, too, is clear and unmistakable. It says: 

“Now Witnesseth that I, Merle E. Gould • • 

do hereby bargain, sell, transfer, assign and convey 
* • * thirty per cent of the rents, issues, profits, 

compensation, royalties, and dividends, 1 arising or 
emanating from the use in any manner-wl^tsoever of 
my invention * * *” (R. p. 12). 

Defendant began receiving from plaintiffs, byi checks, the 
stipulated sum of $40.00 per week (R. p. 4—par. 9). Shortly 
after September 20, 1936, and before any controversy had 
arisen between the parties, defendant received a check which 
had written on the back of it, by the plaintiffs, certain words 
which purported to make the check a part of the considera¬ 
tion for a 30% interest in said patent application, at which 
time no patent application existed. Plaintiffs intended 
that defendant should endorse and cash this check. De¬ 
fendant refused to do so. 1 

Only this check had such words written on the back of it 
and defendant, before any controversy arose over the mean¬ 
ing in the contracts, refused to cash the same. Soon there¬ 
after this litigation arose. 

We wish to emphasize two things: First, th^ contracts 
only provide for an interest in defendant’s profits from 


I 

i 


i 

i 
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the exploitation of his invention, and, second, at the time 
the agreements or letters were signed by the defendant, 
there was no application for patent or patent itself which 
conld be the subject matter of assignment. An agreement 
to share in the profits of an invention may well be made 
irrespective of future application for patent and regard^ 
less of the title thereto, as we shall presently demonstrate. 

Assignment of Errors. 

Plaintiffs make three assignments of error. The first 
two are general. The third need only be discussed. It 
may be broken down into five parts. 

The third assignment of error reads: 

‘^In holding inferentially that the contracts and as¬ 
signments upon which the suit was based transferred 
no title to plaintiffs, gave plaintiffs no right to specific 
performance and no right to injunctive relief’* (R. 
p. 15). 

Points of Argument. 

Point 7. 

The Court below was correct in refusing to change, alter, 
or amend the plain terms and meaning of the three written 
documents (Exhibits ‘‘A”, ‘‘B”, “C”—R. p. 15). 

Point II, 

Equity will not interpret a contract ambiguous on its 
face. 

Point III, 

The Court was correct in refusing to rewrite the docu¬ 
ments, thereby giving them a different meaning and then 
compelling specific performance of the written agreements 
so changed or modified by parol evidence (R. p. 15). 
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I 

Point IV, 

\ 

Equity will not decree specific performance oi a contract 
for personal services. 

Point V, 

The Court below was correct in refusing to! enjoin the 
defendant from doing that which the plaintifiFs agreed in 
the contracts the defendant should do (R. p. 15). 

Argument. I 

At the outset it will be helpful to briefly disc^uss one of 
the basic distinctions between the conveyance of an interest 
in the profits from an invention or patent and one which 
conveys an interest in the title to a patent. | 

It is well recognized that the transfer of ah undivided 
interest in an application for a patent or the issued patent 
gives to the assignee the right to manufacture and sell 
and to retain all the profits that he might make. The 
assignor who retains an interest in the application or pat¬ 
ent has the same right. | 

The division of the one hundred per cent (100%) inter¬ 
est in the title may be made to as many assignees as the 
one hundred per cent (100%) interest will permit. There¬ 
fore, every assignee within the limits of the one hundred 
per cent (100%) interest may proceed in compel;ition with 
the other assignees and with the original inventor or pat¬ 
entee who has retained an interest, without any liability 
for an accounting, to the other assignees or the original 
owner, and with full right to all profits that he n^ight make. 
In other words, an assignment of an interest in the title 
simply gives to the assignee or assignees the right to manu¬ 
facture, sell, and use in competition with the assizor. See, 
Walker on Patents, 5th Edition, Section 292 and 294, and 
cases cited therein. 
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In the case at bar, it definitely appears that the only thing 
conveyed is an interest in the profits. 

However, plaintiffs are not satisfied with this, but they 
seek not only to obtain what they claim they are entitled to, 
—^namely, a sixty per cent (60%) interest in the profits that 
the defendant might make out of his exploitation, but also 
to have the right to openly compete with him without any 
obligation on their part to permit him to participate in 
their profits. 

The contracts clearly provide that the plaintiffs shall be 
entitled to a certain share of the profits, rents, compensa¬ 
tion, etc., from the exploitation of an invention which was 
not then, and might never be, covered by United States 
Letters Patent. There is certainly nothing indefinite about 
these contracts. However, the plaintiffs say that this is 
not what they agreed to, but that their agreement w’as that 
they should participate in the ownership of an undivided 
interest in the title to any application for Letters Patent 
or any Letters Patent to be issued thereon brought about 
by the inventive ingenuity of the defendant. The case, to 
our mind, is analagous to one where the owner of real 
estate, having made a lease thereof for a stipulated rental, 
transfers a portion of the rental to some other person for 
a consideration, and the transferee thereafter avers that 
the contract between the parties really was that there should 
be transferred to him an undivided interest in the fee or 
ownership of the real estate as well as an interest in the 
rents. 

It is significant to note that, apparently, the plaintiffs 
realize the utter weakness of their case by the structure 
of the prayers in their bill of complaint (R. p. 5). They 
do not directly ask the Court to compel an assignment of 
an interest in the title to the application (which applica¬ 
tion did not exist at the time of the agreements). They 
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only ask that the defend^t be restrained fronl disposing 
of his application (which disposal might be f(^r profit in 
which they would be entitled to participate if he were 
able to make such disposition), and further as^ the Court 
to decree that which is legally impossible, namely, the 
‘‘making valid assignments conformably to law and the 
rules of the United States Patent Office of tjhe several 
percentages of the right, title, and interest in ^id device 
and invention to the end that the same may be recorded 
in said office.” As we shall hereafter point outj the plain¬ 
tiffs are asking this Court to decree that which isiin defiance 
of the Statutes of the United States, which provide only 
for the recordation of transfers of interest tb title and 
which will not permit the recordation of an agreement 
to share in the profits from an invention. 

It is submitted that the mere statement of the case as 
herein expressed would be sufficient to persuad^ the Court 
that plaintiffs’ contention is without merit. ! 

Point I. I 

I 

i 

The court below was correct in refusing to change, alter, 
or amend the plain terms and meaning of the three written 
documents (Exhibits “A”, “B”, “C”—^R. p. 1?). 

I 

It is certainly obvious that the plaintiffs, if an^hing, are 
seeking to alter written documents by parol Evidence in 
their attempt to compel the execution of contraicts record- 
able in the United States' Patent Office, which in order to 
be so recordable, must convey an interest in the title to an 
application for Letters Patent or the Letters Patent itself. 
The law is universal, of course, that no written contract 
may be altered or changed by parol evidence. | 

I 

“The mental purpose of one of the parties to a writ¬ 
ten contract cannot change its terms.” New York C. 

B. Co. V. Mahoney, 252 U. S, 152, 64 L. ed. ^02. 

i 

! 

i 

1 

i 


I 
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‘‘The intention of the parties must, of course, be 
gathered from the provisions of the contract.” Smoot 

V. Consolidation Coal Co., 59 App. D. C. 186. 

“Nor is the averment as to practice under prior con¬ 
tracts material here, for the contract, which is in writ¬ 
ing, must speak for itself.” Citing Slater v. Van Der 
Hoogh, 23 App. D. C. 417. See also Lippincott v, 
Kerr, 59 App. D. C. 209. Molloy v. Kellogg, 51 App. 

D. C. 302. 

“No rule of law is better established as a general 
rule than this—that a written contract, whether under 
seal or not, cannot be explained, varied, or controlled 
by parol evidence.” Payne v. Jennings, 144 Va. 126, 

48 A. L. R. 628. 

“The general principle that evidence of a contem¬ 
poraneous parol agreement is not admissible to vary 
or contradict a written instrument is too familiar and 
well established to require any citation of authority. 
It is a principle which has now become one of the 
axioms of jurisprudence and is of the last importance 
in the administration of justice. Without this general 
principle there would be no certainty in written agree¬ 
ments, and no securitv in the most formal contracts 
and the most specific transactions among men. It 
ought not be weakened or fritted away by nice distinc¬ 
tions and ingenuous exceptions, to meet hardships, real 
or supposed, of particular cases. Where the parties 
have reduced their agreement to writing it cannot be 
overthrown by evidence of a parol agreement proved 
by interested witnesses or dependent for its establish¬ 
ment upon the slippery memory of men.” Martin v, 

Lewis, 30 Gratt. (Va.) 682. 







11 


Point II. 

I 

Equity will not interpret a contract ambiguous on its 
face. I 

If a contract is ambiguous on its face, equity will not 
permit parol evidence to explain the same, and If it is un¬ 
intelligible, equity will not attempt to make a contract for 
the parties but it will leave them where it has found them. 

We reiterate that in order that the plaintiffs have the 
relief they seek, they must have the Court redraft the con¬ 
tracts, which, according to their theory, are patently ambig¬ 
uous. A Court, of course, will not engage in such an 
endeavor. I 

i 

! 

‘ ^ Extrinsic evidence is not admissible to explain a 
patent ambiguity, that is, one apparent on the face of 
the instrument, but is admissible to explain latent am¬ 
biguity.’^ Citing, Whel v. McCullough, 4 APP- C* 
63; Oakie v. Parson, 23 App. D. C. 182; Atkinson v, 
Cummins, 9 Hon. 479, 486. Harten v. Loffler, 29 App. 

D. C. 490, 503. 

‘‘It is clearly settled that, if a document |s unintel¬ 
ligible, no evidence can be given to show wh^t was in¬ 
tended. If the parties have endeavored tp express 
themselves in writing, and failed to convey a sensible 
meaning, the law will not attempt to construe for them, 
upon evidence of their intention, a sensible ijneaning.” 
Citing, 1 Greenl. Ev. Sec. 300; Palmer v. Albee, 50 
Iowa 429; Blair v. Security Bank, 103 Va. 762. McKel- 

vey on Evidence, Second Edition, Section 301, p. 463. 

i 

i 

i 

! 


i 
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Point III. 

The court below was correct in refusing to rewrite the 
documents, thereby giving them a different meaning and 
then compelling specific performance of the written agree¬ 
ments so changed or modified by parol evidence. (R. p. 15.) 

Plaintiffs state in their bill of complaint (R. p. 3—Par. 
7) that the contracts do not set forth the actual agreements 
of the parties. Therefore, they admit that the contracts 
are not clear, and ask that they be changed or modified, 
and then to have specific performance of such contracts as 
modified. 

A Court of equity may, in its discretion, grant specific 
performance of a contract, but the discretion which it ex¬ 
ercises is founded upon long and well settled principles 
of equity. 

Equity will not compel specific performance of a contract 
unless upon the face of it the terms are clear, definite, and 
certain, and do not require change or explanation. 

‘‘It is a familiar rule in this branch of the law that 
a contract, which a court of equity will specifically en¬ 
force, must be certain as well as fair in its terms; and 
the certainty required has reference both to the de¬ 
scription of the property and the estate to be con¬ 
veyed.” Preston v, Preston, 95 U. S. 200, 24 L. ed. 

494. 

I 

“The contract which is sought to be specifically ex¬ 
ecuted ought not only to be proved, but the terms of 
it should be so precise as that neither party could rea¬ 
sonably misunderstand them.” Colson v, Thompson, 

2 Wheat. 336, 4 L. ed. 256. 

“Specific performance cannot be decreed upon a 
document so unintelligent, mutilated, and ambiguous 
as this. In order to obtain equitable relief, the con¬ 
tract must not only be certain in aU its terms, but the 
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terms must be clearly proved. Lipscomb vJ\ Watrous, 
3 App. D. C. 1. I 

^‘It is equally well settled that specific performance, 
even when the contract is admitted rests in !the sound 
discretion of the court, and will not be decreed merely 
as a matter of right. As was stated by Mr. Justice 
Harlan, delivering the opinion of the court in Hennes- 
sey V. Woolworth, 128 U. S. 438, 442, 9 Sup. Ct. 109, 
111 (32 L. ed. 500): 

‘Specific performance is not of absolute right. 
It rests entirely in judicial discretion, exercised, it is 
true, according to settled principles of equity, and not 
arbitrarily or capriciously, yet always with | reference 
to the facts of the particular case. Willard 'p. Tayloe, 
8 Wall. 557, 567; Marble Co. v, Ripley, 10 Wall. 339, 
357; 1 Story’s Eq. Jur. par. 742; Seymout v.iDelancey, 
6 Johns. Ch. 222, 224. The Question in cases of specific 
performance, Lord Eldon said, is not what I the court 
must do, but what, under the circumstances, it may do, 
in the exercise of its discretion to grant or withhold re¬ 
lief of that character. Wliite v, Damon, 7 Vbs. 30, 35; 
Radcliffe v. Warrington, 12 Ves. 326, 331. lit should 
never be granted unless the terms of the agreement 
sought to be enforced are clearly proved, o^ where it 
is left in doubt whether the party against w^om relief 
is asked in fact made such an agreement.’ ” | Evans v. 
Neuman, 51 App. D. C. 300. I 

“The requirements that to authorize a decree of 
specific performance against a protesting parity it must 
be certain and unambiguous, is founded upoi| the equi¬ 
table theory that the court should withhold this extraor¬ 
dinary relief unless satisfied that in allowing it, it 
is giving etfect to the actual as well as th^ technical 
and legal intention of the parties. ’ ’ McCall tf. Atchley, 
256 Mo. 39,164 S. W. 593, 598. 

“The specific performance of a contract Will not be 
decreed unless it is certain in its terms. ” Gigl^o v. Sarci, 

140 Miss. 769, 106 So. 519. I 

i 

I 
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Next, it is to be observed, the contracts (Exhibits ‘‘A”, 
‘‘B”, ‘‘C’’—p. 7, 11, 12) apparently provide for an 
interest in profits from all future improvements or inven¬ 
tions made by the defendant pertaining to his ‘‘Electric- 
eye”. Plaintiffs are seeking specific performance of these 
provisions. 

Point IV. 

Equity will not decree specific performance of a contract 
for personal services. 

It will be seen from a glance at the bill of complaint 
(R. p. 1 to 5) and exhibits annexed thereto (R. p. 7, 11, 12) 
that the contracts are based essentially upon the exercise 
of the inventive ingenuity of the defendant. It does appear 
that there is an application for patent pending (R. p. 13— 
par. 6) which did not exist at the time of the contracts. 
The prosecution of that application resides in the exercise 
of the mental functions of the defendant; the inventions 
of improvements or modifications as comprehended by the 
contracts likewise require the personal thought and labor 
of the defendant. Equity wfill not compel a man to think 
or perform services which are peculiarly and totally within 
his talents, knowledge, and ability. Of course it cannot be 
denied that if the defendant had granted to him United 
States Letters Patent and he had made an unequivocal and 
definite agreement to assign an interest therein, equity 
might command the conveyance of such interest, but the 
situation presented here is far from that. 

“In the somewhat analogous case of a contract of 
hiring and service, it is well settled that a court of 
equity cannot compel the performance of service, al¬ 
though it may in some cases enforce a negative stipu¬ 
lation not to serve any third person within the time 
agreed.” Karrick v, Hannaman, 168 U. S. 328. 
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‘‘If Weigle was here asking for a specific I perform¬ 
ance by Roller of that part of the contract which 
requires his personal services, we could not grant him 
relief, because equity will not decree specific! perform¬ 
ance of a contract for such services.’’ Roller Weigle, 
49 App. D. C. 102. i 

“The use of individual skill, the perforhiance of 
personal labor, or the exercise of cultivated judgment, 
are matters clearly beyond the reach of a judicial 
decree, and cannot be efficiently compelled by h manda¬ 
tory process.” Citing, Rutland Marble Co. h. Ripley, 
10 Wall. 339. Western Union Tel. Co. v. Penna. Co., 

129 Fed. 849, 64 C. C. C. 285, 68 L. R. A. 968. 

I 

Point V. 

The court below was correct in refusing to enjoin the 
defendant from doing that which the plaintiffs agreed in 
the contracts the defendant should do (R. p. 15). I 

Clearly a man cannot blow both hot and cold at the 

I 

same time. Plaintiffs are bound to elect one bourse or 
the other, and the course which they must elect i|s the one 
they have formerly, according to law, agreed i^o elect— 
namely, the right of defendant to exploit said invention 
out of which the plaintiffs will receive, accordiiig to the 
terms of the contracts, a sixty per cent (60%) interest in 
defendant’s profits, dividends, royalties, etc. ! 

An instrument which does not purport to cofivey any 
present interest in an existing patent, or in one for which 
an application is pending, is not an assignment within the 
contemplation of R. S. 4898; | 

Mineral Separation Co. v. Miami Copper ICo., 275 
Fed. 572; | 

National Cash Register Co. v. New Columbia Watch 
Co., 129 Fed. 114, 116, 63 C. C. A. 616. 
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Appellants’ Statesments and Citations. 

Plaintiffs on page two (2) paragraph three (3) of their 
brief state that ‘‘Gould expressed an intention to bargain, 
sell, transfer and assign, to Crowell a 25% interest in the 
invention * * The second paragraph of Exhibit 

“A” (R. p. 6) to which plaintiffs apparently refer, shows 
an intent on defendant’s (Gould’s) part “to convey a cer¬ 
tain portion or interest in a photo-electric cell project, the 
device or invention of the aforesaid Merle E. Gould. ’ ’ The 
intent is to convey an interest in the defendant’s profits 
from project and not in the patent. 

Plaintiffs admit that “these contracts clearly and ad¬ 
mittedly go as far as conveying to appellants their respec¬ 
tive shares in the income and profits from use or sale of the 
project or invention of appellee Gould whether patented or 
not.” Then they go further and say that the contracts 
“provide for a share in the title or ownership in the inven¬ 
tion also.” They also say “each contract specifically 
states the intent of the parties to convey an interest in 
the invention itself,” and in the same breath they say that 
“Exhibits ‘A’ and ‘C’ ” are “so inartifically drawn that 
the conveying parts fail in terms clearly to transfer more 
than an interest in income and profits.” Again we point 
out there is no prayer in this bill for an assignment of 
any part of the title to the application. 

Plaintiffs quote from 6 R. C. L. 837, “The intention of 
the parties, which Courts seek to discover in giving con¬ 
struction to a contract, is to be gathered, not from partic¬ 
ular words and phrases, but from the whole context of the 
agreement.” This citation, as almost all of the rest of 
their citations, which propound general rules of law, dia¬ 
metrically supports the defendant’s position. 
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The C. & 0. Canal Co. 15 Wall. 94, 82 U. S, 94, cited 

on page 7 of appellant’s brief was a case involving the con¬ 
struction of a contract between the owners of the C. & 0. 
Canal and the person owning the mill run by a laijge water 
wheel situated on said canal. The owners of the mill entered 
into the contract with the owners of the canal for the supply 
of a definite amount of water to be furnished from the canal 
for the operation of the mill. The contract with the future 
operation of the mill fully in the minds of both parties said 
in main, ‘‘So much water as will pass through an aperture 
of 200 square inches with a restriction not to take water 
lower than two feet,” was construed by the Supreme Court 
as meaning the sale at all times of a specific amou]|it of wa¬ 
ter, namely, the amount flowing through an aperture of 
200 square inches. i 

By no stretch of the imagination can this case lapply to 
the one at bar, because both parties knew or should have 
known that it would take a certain amount of wat^r to run 
the mill, that the running of the mill was the object fqr which 
the parties contracted, and it is only possible in this case, 
to put one interpretation on the contract, because another 
would fail in its intent,—namely, the operation of the mill. 
But in the contracts before us, it is just as logical to put 
an interpretation on said contracts, to convey an interest 

I 

in the subject matter, as it would be to convey an interest 
in the profits of the subject matter. Therefore tie terms 
of the agreement must be controlling. 

In the last paragraph on page seven (7) of the plaintiff’s 
brief they italicized certain words and in the manner in 
which they use quotation marks it might make it appear as 
though the agreement was to assign an interest in ihe elec¬ 
tric eye device or invention. The italicized words and the 
end of the quotation marks should cover the words “of the 
aforesaid Merle E. Gould.” If read in this manner the true 
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meaning is shown, that is to say, “to bargain, sell, transfer, 
and assign a certain portion or interest in a photo-electric 
cell project, the device or invention of appellee,^^ 

On page ten (10) of plaintiffs brief they say: “To dis¬ 
regard the italicized portions would be to strike out half 
of the w^ording of the agreements.” The words in the ital¬ 
ics are not complete. It is a mere attempt on plaintiffs’ 
part to use only those words, from the entire agreements 
which tend to make it appear favorable to them; yet they 
themselves cite rules of law wdiich are repugnant to this 
mode of procedure—for instance, on the same page of their 
brief they quote: 

“It is an elementary rule of construction that all 
language used should be recognized and given a mean¬ 
ing where possible.” 

^‘The Court will if possible give effect to all parts 
of the instrument and a construction which gives a 
reasonable meaning to all its provisions will be pre¬ 
ferred to one wdiich leaves a portion of the writing 
useless or inexplicable; and if this is impossible a 
construction which gives effect to the main apparent 
purpose of the contract will be favored.” Citing, Wil- 
listen on Contracts, Section 619. 

Defendant agrees to the general rules of construction or 
interpretation but believes, if it be necessary to apply them, 
they will fit his case and not plaintiffs. 

They (plaintiffs) say that an assignment of income is 
equivalent to the assignment of the title, and cite for this 
narrow rule of law—Reed v, Reed, 9 Mass. 372; and Earl v, 
Rowe, 35 Me. 414, both of which cases involve the in¬ 
terpretation of a will where the testator bequeathed to 
his wife an income for her life from certain parcels of 
land. The Courts took into consideration the entire word¬ 
ing of each will and concluded that it was the “intention” 
of the testator to devise an interest in the land. Now it is 
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the three 


elementary that the Courts in construing or interpreting a 
‘‘will” will seek the intention of the devisor ot legator 
rather than the technical meaning of words, whereas, in the 
interpretation of contracts and deeds, etc., the rr^le is just 
opposite and they will construe the words of such contracts 
according to the exact wording. I 

At the bottom of page eleven (11) of plaintiffs brief 
they quote the record (K. p. 3, par. 6), saying: 

‘ ‘ That Gould or his agent attempted to record 
instruments or contracts with his patent application, 
the only reasonable basis for such action being his 
understanding that they were conveyances; of title 
therein. ’ ^ | 

It is, of necessity, admitted by the motion to disjoiiss that 
the defendant attempted to record in the United States 
Patent Office the documents forming the basis of: the suit. 
This does not by any means presume that the (defendant 
intended to convey an interest in his application, i Bather, 
it would indicate that the defendant, in a spirit of perform¬ 
ance, attempted to record that which he had apparently 
given the plaintiffs, namely, an interest in his profit^. Being 
a layman he was unfamiliar with the Acts of Congress and 
Rules of Practice of the United States Patent Office. There¬ 
fore, out of his ignorance, the defendant offered to have 
the assignment of profits recorded but such offer ^yas prop¬ 
erly refused by the Patent Office because the docun^ents con¬ 
veyed no interest in title but merely an interest in profits. 

Th contention of the plaintiff that “Gould agreed with 
appellants that he had assigned a portion of his title, and 
orally consented to a written redraft on that b^sis” (R. 
p. 3—Appellant’s brief p. 12) is a mere supposition, and 
is not tenable for the obvious reason that the | plaintiff 
enjoyed assistance of counsel (B. p. 3, par. 7) a|nd more 
than three and one-half (3%) months elapsed betjween the 
making of the last contract (B. p. 12) and August 6, 1936, 
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the time when the plaintiffs assert the defendant refused 
to deai with them (R. p. 4). 

Blackmer v. Stone, 51 Ark. 489; Satterthwait v. Mar¬ 
shall, 4 Del. Ch. 337, and U. S. v. Dubilier Corporation, 
289 U. S: 178, cited by the plaintiffs to support the fact 
that ‘‘Courts will specifically enforce contracts for assign¬ 
ment of an interest in a patent,’^ are not applicable to the 
case at bar because here there is an assignment of only a 
part of defendant’s profits emanating from the exploitation 
of an invention, not an assignment of an interest in a patent. 

In Newsman v. French, 138 Low^a 482 (p. 15, Pltf. brief) 
there is also a marked distinction. There w^as an “action 
for specific performance of an oral contract to convey the 
property” (House and Land) in the future. 

It was held by the Court in this case that the plaintiff 
could not have specific performance of the oral contract 
but that her right to the property would be protected if 
and w’hen she fulfilled her part of the agreement. But sup¬ 
pose the plaintiff had, by her contract, an interest in the 
profits from the land or the profits from the sale of the land, 
could she then in violation of her owm agreement prevent 
the owner of the legal title from selling the same ? Certainly 
not. 

Conclusion. 

There is nothing in the contracts annexed to the bill of 
complaint from which could be drawm an intention of the 
defendant to convey to the plaintiffs, not only a sixty per 
cent (60%) interest in his profits, but also a sixty per cent 
(60%) interest in the title to the application for patent. 
Neither is there anything in the contracts to show any in¬ 
tention on the part of Gould to assign only an interest in 
the title to the patent application. The contracts plainly 
and unequivocally provide for a participation by the plain¬ 
tiffs in any profits Gould might make from the venture— 
and that alone. That being the case, the Court will not 
write a new contract for the parties. 
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The contracts are either plainly unequivocal or patently 
ambiguous. If the contracts are plainly unequivocal, cer¬ 
tainly the Court will not attempt to rewrite them|. On the 
other hand, if they are patently ambiguous, the CSourt will 
not attempt to draw a contract for parties whp are un¬ 
able, themselves, to express their intention. 

Neither will equity decree specific performance lof a con¬ 
tract which is unintelligible, and it would be a novjel broad¬ 
ening of the scope of equity jurisdiction for a Coiirt to re¬ 
draw an unintelligible contract for the contracting parties 
and then to require one of the contracting parties to spe¬ 
cifically perform the contract as drawn by the Cburt. 

Certainly equity will never decree specific performance 
for the rendition of personal services, whether | they be 
manual or mental. 

After all, the plaintiffs are attempting to have this 
Court direct the execution of an instrument which jmight be 
recordable in the United States Patent Office in ofder that 

I 

they might have some lien upon Gould’s profits. | Clearly 
the performance of this request would be in defiance of the 
Kevised Statutes providing for only recordation of instru¬ 
ments conveying an interest in title to an application or 
patent. j 

Finally, the injunction prayed for should not be' granted 
because to do so would destroy the very purpose of the con¬ 
tracts. It is a strange position for the plaintiffs; to take 
when they seek an interest in the profits of the venture and 
at the same time attempt to restrain the defendaint from 

I 

making any profits. I 

For the foregoing reasons the decree of the lower court 
should be affirmed. i 


Respectfully submitted. 


George E. Edelin, ^ 
Theodore D. Peyser^ 
Attorneys for Defendant. 
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